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The MAILING DATE of this communication appears on the cover sheet with the correspondence address -- 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )^ Responsive to communication(s) filed on 15 March 2006 . 
2a)D This action is FINAL. 2b)K This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayte, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-15 and 33-43 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1-1 5 and 33-43 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)Q None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Response to Arguments 

1. Applicant's arguments filed on 3/15/2006 have been fully considered but they are not 
persuasive. Applicant should note that the rejection is not under a 102 but rather under a 103. 
The Examiner explained that while there is no explicit mention of thresholds or values, still the 
Palcic et al/190 reference teaches the use of a remittance image to account for non-uniformity 
due to different changes including illumination intensity (see col. 2, lines 28-31). The 
prosecution of the case is re-opened in order to address the newly added claims 39-43. 

Claim Objections 

2. Claims 39-43 are objected to under 37 CFR 1 .75(c), as being of improper dependent form 
for failing to further limit the subject matter of a previous claim. The claims merely recite the 
response of the tissue to excitation light, which is a natural process rather than how the invention 
utilizes that response to provide a useful result. As such these responses do not further limit. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

4. Claims 39-43 are rejected under 35 U.S.C. 101 because the claimed invention is directed 
to non-statutory subject matter. These claims recite the natural response of a tissue to excitation 
light. As such they do not fall under the statutory categories of invention. 
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Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 1 02 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 1-15 and 33-43 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Palcic et al.'190 (US Patent 5,827,190). 

Palcic et al.'190 teach normalization of at least one fluorescence image by using a 
remittance image or as otherwise stated, reflected reference light image, in order to correct for 
many factors including light intensity allowing for differentiation of normal and diseased tissue 
(see col. 2, line 20-col. 3, line 37). Palcic et al.'190 teaches the use of a remittance image to 
account for non-uniformity due to different changes including illumination intensity (see col. 2, 
lines 28-31). 

While Palcic et al.'190 do not specifically address specified values, it would have been 
obvious to one skilled in the art at the time that the invention was made that the normalization 
process necessarily incorporates specified values or thresholds in order to differentiate normal 
from abnormal tissue as this is well within the knowledge of skilled artisans. 

With respect to the newly added claims, necessarily the detected values of fluorescence 
will be above or below the remittance value depending on whether the tissue is normal or 
abnormal. 
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7. Any inquiry concerning this communication should be directed to Eleni Mantis Mercader 



at telephone number (571) 272-4740. 




Eleni Mantis Mercader 
SPE 

Art Unit 3768 



